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DETAILED ACTION 

1 . This Office Action is in response to Applicant's amendment filed on May 5, 
2006. Claims 2-4, 7-9, 11,13-15, 18-20 and 23-44 have been amended. Claims 
45-65 have been added. Claims 2-4, 7-9, 11,13-15, 18-20 and 23-65 are 
pending for examination. 

Response to Arguments 

2. In light of Applicant's argument presented in the remark. Previous 
rejection under U.S.C. 112 has been withdrawn. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant 
relies (i.e., The cited sections of Shear do not disclose controlling the stopping of 
the transmission of digital data while providing the analog output are not recited 
in the rejected claim(s) (the cited language does not distinguish the type of data 
signal being transmitted in the independent claims). Although the claims are 
interpreted in light of the specification, limitations from the specification are not 
read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 
(Fed. Cir. 1993). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 2-4, 7, 9, 11, 13-15, 18-20 and 24-40 and 45-61 are rejected under 
35 U.S.C. 102(e) as being anticipated by Shear (US Patent Application 
Publication US2001 10042043). 

In respect to claims 2-4, 7, 9 and 1 1 , Shear discloses the data 
transmitting apparatus, 
comprising: 

an interface connectable to various external apparatus comprising: 
reproducing means for reproducing data (see page 21, [0296], one or more 
personal computers); 

external-apparatus identifying means for determining a type of an external 
apparatus identifying means for determining a type of an external apparatus 
(claims 2 and 9), or version of the external apparatus (claim 3), or a copyright- 
related apparatus (claim 4), according with an amount of the signal (claim 7) or 
connected to said interface and for outputting data representing the type of the 
external apparatus (see page 20, [0282, "controls may prevent platform from 
releasing content except to certain types of output devices that cannot used to 
make copy the content"; ""For example, ...supplies the platform a digital ID that 
designates the output device as a video cassette recorder...", [0056, "copy may 
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be playable only on intended receiving devices, class(es) of devices... right 
related to use of such copy..."; ""charge for use of portion" {0092]); and . 

control nneans for controlling stopping of transnnission of a first signal 
derived from the reproduced data to the external apparatus through the interface 
in accordance with a result of the determining of the type of the external 
apparatus by said external apparatus identifying means while said reproducing 
means reproduces the reproduced data and outputs a second signal derived 
form the reproduced data, wherein said external apparatus identifying means 
determines whether the external apparatus is a storage apparatus that has a 
storage memory means for storing signals inputted through the interface, and 
said control means stops the transmission of the first signal to identifying means 
determines that the external apparatus is the storage apparatus having the 
storage memory means (see page 11, [0168], "For example, dedicated player 
may prevent any copying of content stored by disk or it may allow the content to 
be copied only once and never again this implies prohibiting the output or 
enable the copying while control the data signal and stopping the outputting 
signal when certain condition is met, first and second signal recited in the claim 
language does not distinguish between digital or analog signal, therefore, the 
limitation is met). 

Fee charging means for charging a fee in accordance with the 
transmission of the first signal through the interface, and said control means 
controls a free charging process performed by the fee charging means, in 
accordance with the result of determining made by the external means, in 
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accordance with the result of determining made by the external apparatus 
identifying means of the type of external apparatus (claim 11). (see page 8, 
[0092], "where they may charge for the use of a portion"). 

In respect to claims 13-15, 18-20 and 24-40, the claimed limitations are 
apparatus and method claims that are similar to claims 2-4, 7, 9 and 1 1 . 
Therefore, claims 13-15, 18-20 and 24-40 are rejected based on the similar 
rationale. 

In respect to claims 45-61 , Shear further discloses wherein the first signal 
is a digital audio signal, and the second signal is a signal selected from the group 
consisting of an analog audio signal, a digital video signal, and an analog video 
signal (see Shear, page 5, [0056], digital consumer appliance; [0061-0068]) 

Claim Rejections - 35 USC § 103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 41- 44 and 62-65 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shear et al. (U.S. Patent Application Publication, US 
2001 10042043) in view of Ottesen et al. (U.S. Patent No. 5,654,747). 
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In respect to claims 41-44, Shear discloses a data transmitting method for 
use in a data transmitting apparatus for transmitting, though an interface, output 
data reproduced from a recording medium, the method comprising: a fee- 
charging control step of performing a fee-charging process in accordance with 
the transmission of output data through the interface and controlling the 
transmission of output data (see Shear [0092]). Shear does not explicitly disclose 
wherein the fee-charging control step is to perform the fee-charging process by 
"updating", in accordance with the fee to be charged, data recorded on the 
recording medium and corresponding to a sum of fees that can be charged for 
the recording medium, and to stop the transmission of output data through the 
interface when the data corresponding to the sum of fees reaches or exceeds a 
predetermined value during a time when the output data is being reproduced and 
outputted. However, Ottensen discloses communicating a billing signal to the 
information network in response to each presentation of a downloaded source 
program (updating) (see Ottensen, col. 7, line 55-col. 8, line 14). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teaching of Ottesen by updating the billing 
information as information is downloaded from source with Shear's teaching of 
billing for the fee charging control system in order to allow for automatic billing for 
each program presentation to the customer's account (see Ottensen, col. 8, lines 
5-9). Furthermore, Shear does not explicitly disclose stop the transmission of 
output data when the data corresponding to the sum of fees reaches or exceeds 
a predetermined value. However, Official Notice is taken that pay for view with 



Application/Control Number: 09/581 ,271 Page 7 

Art Unit: 2134 

predetermined selection of program by subscriber is old and well known. It would 
have been obvious to one of ordinary skill in the art at the time the invention was 
made to incorporate stopping output when data corresponding to the sum of fees 
reaches as in preselect pay for view program with Shear's fee charging control 
system in order to output program according to subscriber's predetermined on 
selected program they are interested to view. 

In respect to claims 62-65, Shear further discloses wherein the first signal 
is a digital audio signal, and the second signal is a signal selected from the group 
consisting of an analog audio signal, a digital video signal, and an analog video 
signal (see Shear, page 5, [0056], digital consumer appliance and [0061-0068]) 

Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
setforth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
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calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX IVIONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Tongoc Iran whose telephone number is 
(571) 272-3843. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jacques Louis-Jacques can be reached on (571) 272- 
3962. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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